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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BOARD OF PATENT APPEALS AND INTERFERENCES 
In re application of: Peter CHAIKOWSKY 

Serial No.: 09/524,076 Examiner: B.Ashley 

Filed: March 13, 2000 Group Art Unit: 3724 

For: MITER SAW 

Assistant Commissioner for Patents 
Washington, DC 20231 

REPLY BRIEF 

I, Adan Ayala, Reg. No. 38,373, certify that this correspondence is being deposited with the U.S. 
Postal Servkg-as first class mail in an envelope addressed to the Commissioner for Patents, P.O. 
Box 145P^Cjej4Wria, VA 22313-1450 on fccWc^ "7. ax>5" 



Adan Ayala 



Dear Sir: 

I. INTRODUCTION 

An Examiner' s Answer was mailed on December 1 4, 2004. The present reply brief is 

being timely filed as required under 37 CFR § 41.41. 
02/10/2005 HDEHESS1 00000034 022548 09524076 
01 FC-.1402 500.00 Dfi 
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IL ARGUMENT 

A. Claims 1-11 are Patentable under 35 USC § 103(a) Over DE '408 . 

The Board should reverse the Examiner's improper final rejection of Claims 1-11 under 35 
USC § 103(a) based on DE '408. In particular, the Examiner erred by disregarding evidence of 
criticality and nonobviousness. Therefore, the Examiner's rejection was improper and should be 
reversed. 

In the Examiner's Answer, the Examiner raised several arguments. However, they all 
basically boil down to the following argument: no criticality exists in the claimed ranges because 
the achieved results were expected under DE '408. 

According to the Examiner, DE '408 teaches modifying a miter saw to cut a desired 
workpiece by "allowing the blade to be plunged below the table plane more than conventional 
miter saws as well as locating the fence." In other words, the variables taught by DE '408 for 
modification are (1) blade area below the table plane and (2) the location of the fence. 

In particular, DE '408 discloses a ten-inch miter saw that can cut a 4" by 4" workpiece, and 
a 6.5" by 3 / 4 " workpiece. Translation of DE '408, p. 6, lines 32-39 (attached as Appendix B in the 
Appeal Brief; future citations for DE '408 refer to the translation). These constitute the maximum 
cutting capacity for a ten-inch DE '408 miter saw. The DE c 408 can cut a larger (but thinner) 
workpiece beyond such maximum cutting capacity by moving the fence rearwardly and adding a 
support, thus lifting the table (and affecting the blade area below the table plane). DE '408, p. 7, 
lines 10-18 and p. 8, lines 12-18. DE '408 does not teach or suggest modifying any other 
variables. 
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Claim 4 however calls for the modification and optimization of other variables that DE 
'408 does not disclose for modification, such as the distance between the first (chopping) axis and 
the blade center. By the optimization of some of the DE '408 variables as well as the other 
variables mentioned above, the claimed miter saw can achieve cuts achievable by the DE '408 
miter saw without having to change the position of the fence or the blade area below the table 
plane, as well as cuts not achievable by the DE '408 miter saw, such the ability to cut a 
dimensional 4" by 6" workpiece. Such ability has been discussed in paragraph 12 of the 
Chaikowsky Declaration. Such result is unexpected. 

The Examiner believes that such results were to be expected under DE '408. It appears 
that the Examiner misunderstands the law of criticality and unexpected results. 

According to the Federal Circuit, evidence of unexpected results (and thus of 
nonobviousness) includes evidence of superiority of a property shared with the prior art. In re 
Chupp, 816 F.2d 643, 2 USPQ2d 1437, 1439 (Fed. Cir. 1987). The Chupp case is especially 
relevant to the present case as in that case, the Patent Office argued that, while the claimed 
invention had a superior performance over the single prior art reference, such superior performance 
was not an unexpected difference in properties. The Federal Circuit rejected such argument and 
held that the superior results of the claimed invention over the single reference was evidence of 
criticality. 

Similarly, the Examiner is arguing that the claimed invention's superior results over DE 
'408 are not unexpected. Effectively, the Examiner argues that DE '408 shows how to modify the 
miter saw to obtain different cuts, and that the claimed invention should be compared to both the 
disclosed and implied teachings of DE '408. Such standard contradicts the Chupp test. Chupp 
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disregards the implied teachings of the single prior art reference and compares the properties of 
the claimed invention with the properties of the prior art as disclosed, without any implied 
teachings. Accordingly, the Board should compare the claimed invention with the DE '408 miter 
saw as disclosed, not as modified by implied teachings, as suggested the Examiner. 

Based on the disclosure of DE £ 408, such miter saw would be able to cut long and thin 
workpieces, e.g., 8.66" by 3/4" if the table plane is raised and the fence is moved rearwardly, or 
thicker workpieces of shorter length, e.g., a 4" by 4" workpiece, and a 6.5" by 3 / 4 " workpiece. 1 
These are the maximum cutting lengths disclosed by DE '408 for a ten-inch blade. A similar 
miter saw incorporating the claimed invention would be able to cut a 4" by 4" workpiece, a 6.5" 
by 3 A" workpiece, and a dimensional 4" by 6" workpiece, which is not cuttable by the DE '408 
miter saw. 2 Applicants/ Appellant submit that the claimed invention's ability to cut the same 



1 The Examiner mistakenly argues in page 15 that the FIG. 5 embodiment of DE '408 would 
allow cutting all three of the 8.66" by 3/4", 4" by 4", and 6.5" by 3 / 4 " workpieces. This is 
incorrect. Persons of ordinary skill in the art recognize that miter saws can cut long and skinny 
pieces, e.g., 8.66" by 3/4", or short and thick pieces, e.g., 4" by 4", but not both long and thick 
pieces, e.g., 8.66" by 4". This is because, in order to cut a long distance, the blade has to be 
plunged deeply, increasing the blade area under the table plane (as shown in FIG. 5). However, 
such deep plunge limits the distance between the table plane and the blade arbor (13 in DE '408), 
which in effect limits the cuttable thickness. While the claimed miter saw does not achieve the 
extreme example discussed, i.e., 8.66" by 4", it certainly has improved cutting capacity over the 
prior art DE '408 miter saw. 

2 The Examiner argues in page 17 that the specific workpiece sizes cuttable by the claimed 
invention "are irrelevant as there are not limitations in the claims for any specific dimensioned 
workpieces." Admittedly, the claims do not call for specific workpiece sizes. 
Applicants/ Appellant are not basing the patentability of Claim 4 on language that specifically 
calls out these cuttable workpiece sizes. Instead, Applicants/Appellant believe that patentability 
resides in the optimum claimed ranges which allow cuts not achieved by the DE '408 miter saw. 
The specific cuttable workpiece sizes are appropriate means to compare the cutting capacities of 
the claimed invention and the DE '408 miter saw, both having the same ten-inch blade. As such, 
the specific cuttable workpiece sizes are highly relevant as evidence of superiority over the DE 
'408 prior art. 
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workpieces as the DE '408 miter saw, as well as larger workpieces that are not cuttable by the 
DE '408 miter saw, is a superior property over DE '408. This has not been disputed by the 
Examiner. Accordingly, such result would constitute evidence of unexpected results and 
nonobviousness under Chupp. 

Furthermore, evidence of a property not possessed by the prior art is evidence of 
nonobviousness. In re Papesch 315 F.2d 381, 137 USPQ 43, 48 (CCPA 1963). 
Applicants/Appellant submit that the claimed invention's ability to cut larger workpieces that are 
not cuttable by the DE '408 miter saw is a property not possessed by DE c 408. Again, this has 
not been disputed by the Examiner. Accordingly, such result would constitute evidence of 
unexpected results and nonobviousness under Papesch. 

In view of the evidence of criticality and the present state of the law, Applicant/ Appellant 
urges the Board to reverse the Examiner's improper rejection of the claims under DE '408 and to 
allow such claims. 

B. Claims 1-2 and 4-6 are Patentable under 35 USC § 103(a) Over Shiotani in view of 
DE '408 . 

The Board should reverse the Examiner's improper final rejection of Claims 1-2 and 4-6 
under 35 USC § 103(a) based on DE '408. In particular, the Examiner erred by disregarding 
evidence of criticality and nonobviousness. Therefore, the Examiner's rejection was improper and 
should be reversed. 

As admitted by the Examiner, Shiotani does not disclose the claimed distances between 
the first axis and the table plane and between the first axis and the fence plane. To make up for 
such deficiency, the Examiner relies on DE '408, which shows the distance between the first axis 
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and the table plane is 0.57 times the radius and the distance between the first axis and the fence 
plane is 0.927 times the radius. 3 

The Examiner argues that it would be obvious to modify DE '408 to obtain such specific 
dimensions. As discussed in Section HA above, there is no teaching or suggestion to modify DE 
'408 as proposed by the Examiner. Furthermore, Applicant/ Appellant has presented evidence of 
criticality and thus of nonobviousness, which the Examiner has disregarded without any proper 
basis and not countered with any facts or evidence. 

Accordingly, a miter saw based on Shiotani and DE '408 would not have all the claimed 
elements. Therefore, Claim 4 is patentable over Shiotani/DE '408. Accordingly, 
Applicant/Appellant urges the Board to reverse the Examiner's improper rejection of the claims 
under Shiotani/DE '408 and to allow such claims. 



3 The Examiner has questioned how Applicants/ Appellant "determined these specific 
dimensions, as Figure 3 appears to lack sufficient data to make any mathematical calculations of 
any dimensions because the only known dimensions are the blade diameter and the workpiece 
sizes." Applicants/ Appellant basically measured Figure 3 to determine whether the drawings 
were drawn to scale and found that the lengths were substantially consistent. Based on such 
finding, Applicants/Appellant extrapolated the other dimensions. The Examiner incorrectly 
dismisses these measurements based on MPEP § 2125. 

Under such section, "[w]hen the reference does not disclose that the drawings are to scale and is 
silent as to dimensions, arguments based on measurement of the drawing features are of little 
value." MPEP § 2125, at 2100-66 (8 th ed., rev. 2, May 2004). In the present case, while DE '408 
does not disclose that the drawings are to scale, it is not silent as to dimensions. Accordingly, the 
measured dimensions can be used under such section. Indeed, "the description of the article 
pictured can be relied on, in combination with the drawings." Id. (citing In re Wright, 569 F.2d 
1124, 193 USPQ 332 (CCPA 1977)). 
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III. CONCLUSION 

Based on the foregoing, Applicant/appellant urges the Board to rule that Claims 1-1 1 are 
patentable over DE '408 and Shiotani/DE '408. 

Respectfully submitted, 




Ayala 
PTO Reg. No. 38,373 
Attorney for Applicants/ Appellant 



